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DETAILED ACTION 



Response to Amendment 

Applicant amendment of 3-1-05 amended the specification and claims 1, 5, 9, 13 
-15 and 18 as well as traversed rejections of Claims 1-18. 
Currently, claims 1- 18 are pending. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1 - 18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bernard (US 5,918,213) in view of Rose (US 5,708,709). 



Regarding claim 1 and related claims 1, 5, 9 and 18, Bernard teaches a digital 
distribution method for transmitting digital contents representing an entity of a product 
over a network and, subsequently, delivering the product, said digital distribution 
method comprising the steps of: providing, by a product vendor, a plurality of products 
for browsing over the network (see at least Abstract, Col 3, lines 55 - 62 and Figure 6); 
selecting, by a product buyer, a desired product from a plurality of browsed items, 
specifying a shipping charge for a delivery of the product item, and placing an order for 
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the product over the network (see at least Col 43, lines 32 - 47 and Col 45, tine 35); 
and delivering the product from the vendor to the buyer when a required delivery period 
has elapsed from a time the order is placed, said required delivery period being 
determined based on said shipping charge (Col 43, lines 39 - 54). Please note, 
Bernard does not specifically disclose determining required delivery time based on 
shipping charge. However, Bernard does disclose delivery and associated shipping 
rules. In that regard, it is old and well known that shipping of a product to customer can 
be accelerated based on the amount the customer is willing to pay. For example, the 
customer chooses overnight delivery and as result the cost will be greater to them but 
the time to receive/deliver the product is reduced. Thereby, it would have been obvious 
to one of ordinary skill to have extended the method and system of Bernard with a 
shipping rule required delivery period has elapsed from a time the order is placed, said 
required delivery period being determined based on said shipping charge. Thereby, the 
vendor will have an exact date for the arrival of the product to the customers address. 

However, Bernard does not specifically disclose and teach a method of incorporating, 
by the vendor, the digital contents into a control program controlling the digital contents 
and transmitting the control program to the buyer over the network in response to the 
order, said digital contents representing the entity of the product item selected by the 
buyer; and disabling, by said control program, the digital contents when a contents 
availability period has elapsed, said contents availability period being set in said control 
program and set to a time longer than the required delivery period. 
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On the other hand, Rose in the same area of online ordering of digital content/products 
teaches a method of incorporating, by the vendor, the digital contents into a control 
program controlling the digital contents and transmitting the control program to the 
buyer over the network in response to the order, said digital contents representing the 
entity of the product item selected by the buyer (see at least Abstract and Col 1 , lines 
20- 29 and lines 61 - 63); and disabling, by said control program, the digital contents 
when a contents availability period has elapsed, said contents availability period being 
set in said control program and set to a time longer than the required delivery period 
(Col 1, lines 21 - 29). Please note that Rose does not specifically disclose a delivery 
date. However, Bernard does disclose delivery and associated shipping rules. In that 
regard, it is old and well known that shipping of a product to customer can be 
accelerated based on the amount the customer is willing to pay. For example, the 
customer chooses overnight delivery and as result the cost will be greater to them but 
the time to receive/deliver the product is reduced. Moreover, Rose does disclose 
expiration at a certain date, which can obviously be set by the delivery time as taught 
by Bernard. In that regard, it would have been obvious to one of ordinary skill to have 
extended the method of Rose with a delivery date. In this manner, the customer will not 
be able to use the digital content after a certain date, which is set to start at the delivery 
date. 
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It would have been obvious to one of ordinary skill in the art to have provided the 
method and system of Bernard with the method and system of Rose to have enabled a 
method of digital distribution method for transmitting digital contents representing an 
entity of a product over a network and, subsequently, delivering the product, said digital 
distribution method comprising the steps of: providing, by a product vendor, a plurality 
of product items for browsing over the network; selecting, by a product buyer, a desired 
item from a plurality of browsed items, specifying a shipping charge for a delivery of the 
product item, and placing an order for the product over the network; incorporating, by 
the vendor, the digital contents into a control program controlling the digital contents 
and transmitting the control program to the buyer over the network in response to the 
order, said digital contents representing the entity of the product item selected by the 
buyer; delivering the product from the vendor to the buyer when a required delivery 
period has elapsed from a time the order is placed, said required delivery period being 
determined based on said shipping charge; and disabling, by said control program, the 
digital contents when a contents availability period has elapsed, said contents 
availability period being set in said control program and set to a time longer than the 
required delivery period - in order to provide online ordering and control by the vendor 
of digital content as well as physical delivery of the digital content. Bernard discloses a 
digital distribution method for transmitting digital contents representing an entity of a 
product over a network and, subsequently, delivering the product, said digital 
distribution method comprising the steps of: providing, by a product vendor, a plurality 
of product items for browsing over the network; selecting, by a product buyer, a desired 
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item from a plurality of browsed items, specifying a shipping charge for a delivery of the 
product item, and placing an order for the product over the network; and delivering the 
product from the vendor to the buyer when a required delivery period has elapsed from 
a time the order is placed, said required delivery period being determined based on 
said shipping charge (Abstract, Col 3, lines 55 - 62 and Figure 6). Rose discloses in 
the same area of online ordering of digital content a method of incorporating, by the 
vendor, the digital contents into a control program controlling the digital contents and 
transmitting the control program to the buyer over the network in response to the order, 
said digital contents representing the entity of the product item selected by the buyer; 
and disabling, by said control program, the digital contents when a contents availability 
period has elapsed, said contents availability period being set in said control program 
and set to a time longer than the required delivery period (Col 1, lines 21 - 29). 
Therefore, one of ordinary skill in the art would have been motivated to extend the 
method and system of Bernard with a method and system that incorporates, by the 
vendor, the digital contents into a control program controlling the digital contents and 
transmitting the control program to the buyer over the network in response to the order, 
said digital contents representing the entity of the product item selected by the buyer; 
and disabling, by said control program, the digital contents when a contents availability 
period has elapsed, said contents availability period being set in said control program 
and set to a time longer than the required delivery period. Thereby, the vendor has a 
method for limiting revenue loss due to extended and unauthorized use of previously 
distributed digital content. 
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Regarding claim 2 and related claims 6, 10 and 16, Rose teaches a digital distribution 
method wherein said control program is transmitted with the digital contents 
incorporated in such a way that only the control program may process the digital 
contents and, when the transmission of said control program is completed, starts a 
time measuring operation of the contents availability period (Col 1, lines 20-29). 

Regarding claim 3 and related claims 3, 7, 11 and 17, Rose teaches a digital 
distribution method wherein, when the contents availability period expires, said control 
program erases the digital contents or erases itself in conjunction with the digital 
contents (Col 1, lines 20 - 27). Please note that Rose does not specifically disclose 
erasing. However, Rose does disclose disabling the program. In that regard, it would 
have been obvious to one of ordinary skill in the art to have extended the method of 
Rose to include erasing the program. Thereby the digital contents are removed from 
the client's storage, which will increase the storage space for them as well as enhance 
the vendor's protection of losing revenue as well as ensuring enforcement of any 
distribution terms and conditions. 

Regarding claim 4 and related claims 8 and 12, Bernard teaches a digital distribution 
method wherein the product includes various books and documents, music CDs, and 
video DVDs (Abstract). 
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Regarding system claims 13, 14 and 15, the reference sections of Bernard and Rose 
teach the limitations of these claims with the addition of Bernard Figures 5 - 6, 26 and 
40 as well as Rose Figure 1 -2 and 9B. 

Response to Arguments 

Applicant's arguments filed 3-1-05 have been fully considered but they are not 
persuasive. 

Applicant argues that Bernard does not describe transmitting a control program 
over the network for a digital product/content. 

Bernard as noted above was not the reference that disclosed a control program 
for digital content. Rather, Rose disclosed and taught these limitations. 

Applicant argues that neither Bernard nor Rose discloses or suggests 
incorporating digital contents "representing an entity of an ordered product into a control 
program controlling the digital contents and transmitting the control program over the 
network". 

First, the claim languages as recited is very broad and vague and thereby open 
to a broad interpretation for examination purposes. In that regard, the apparent novelty 
of the invention is the ability for a vendor to incorporate a control program into a digital 
content product ordered online. With this interpretation, Rose would have suggest and 
fairly taught one of ordinary skill that a vendor of digital products has the well known 
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capability to incorporate a control program into a digital content product ordered online, 
which will limit the time that the product/entity can be used (see at least Col 1, lines 22 - 
31 and lines 59 - 60 as well as Col 2, lines 3 - 9). 

Applicant argues that amended claim one would not have been obvious to one of 
ordinary skill at the time of the invention. 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill 
in the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, Bernard and 
Rose are in the same area of online ordering and delivery of digital content. Moreover, 
the references both teach limiting the time that a customer has to the use/time of online 
content (see Bernard Col 46, lines 36 - 46 and Rose Col 1 , lines 20 - 31 ). Thereby, 
one of ordinary skill in the art would have been motivated to extend the method and 
system of Bernard with a method and system that incorporates, by the vendor, the 
digital contents into a control program controlling the digital contents and transmitting 
the control program to the buyer over the network in response to the order, said digital 
contents representing the entity of the product item selected by the buyer; and 
disabling, by said control program, the digital contents when a contents availability 
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period has elapsed, said contents availability period being set in said control program 
and set to a time longer than the required delivery period. In this manner, the vendor 
has a method for limiting revenue loss due to extended use and unauthorized use of 
the digital content. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 . 1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Rob Rhode whose telephone number is (703) 305- 
8230. The examiner can normally be reached Monday thru Friday 8:00 AM to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wynn Coggins can be reached on (703) 308-1344. 
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IMPORTANT - After April 14, 2005, the telephone numbers for Wynn Coggins 
and Rob Rhode will change to 571.272.7159 and 571.272.6761 respectively. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Receptionist whose telephone number is (703) 
308-1113 

Any response to this action should be mailed to: 

Commissioner for Patents 

P.O. Box 1450 
Alexandria, Va. 22313-1450 

or faxed to: 

(703) 872-9306 [Official communications; including 
After Final communications labeled 
"Box AF"] 

(703) 746-7418 [Informal/Draft communications, labeled 
"PROPOSED" or "DRAFT"] 

RER 



